United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfHce 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspio.fiov 




APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/679,070 



10/05/2000 



Takeshi Morikawa 



018656-186 



7739 



21839 7590 08/06/2004 

BURNS DOANE SWECKER & MATHIS LLP 
POST OFFICE BOX 1404 
ALEXANDRIA, VA 22313-1404 



EXAMINER 



POON, KING Y 



ART UNIT 



PAPER NUMBER 



2624, 

DATE MAILED: 08/06/2004 



Please find below and/or attached an Office communication concerning this apphcation or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/679,070 


Applicant(s) 

MORIKAWA ET AL 


Examiner 

King Y. Peon 


Art Unit 

2624 





Th9 MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-5 and 7-15 is/are rejected. 

7) S Claim(s) 6 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the connection Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
bM All b)n Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) □ Interview Summary {PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 3. 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 4 



'Application/Control Number: 09/679,070 Page 2 

Art Unit: 2624 

DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 2, 7-12. 14, 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by DeHority (US 5,129,639). 

Regarding claim 1 : DeHority teaches a printing system (fig. 1 ) including a printer 
(16, fig. 1) that operates in either a first operating environment (e.g., substitute, column 
3, lines 40-45) and a second operating environment (e.g., strict requirement/notify me, 
column 3, lines 40-45) that is different from the first operating environment, the printing 
system comprising: a print parameter prohibiting means (the information in the control 
program, column 2, lines 65-68, that determines a mismatch, column 4, lines 20-25) that 
prohibits use of a printing parameter (e.g., a duplex requirement, column 4, lines 5-6) 
associated with a print job (column 3, line 23); an operating environment detector (the 
software that determines strict or best, 72, fig. 2B) that determines whether the printer 
operating environment is the first operating environment or the second operating 
environment; a parameter determiner (the software that determines print job 
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requirement that is mismatched, column 3,lines 29-40, fig. 2A, fig. 2B) that receives a 
print job and determines whether a printing parameter to be used in the print job is 
prohibited by the print parameter prohibiting means; and a controller (20, fig. 1) that, 
when the parameter determiner determines that a printing parameter Is prohibited 
(mismatch at 62, fig. 2B) and the operating environment determining means detects that 
the environment is the first operating environment, (best at 72, fig. 2B) prohibits 
processing of the print job (the print job Is processed with a substitute parameter, not 
the prohibited print parameter, column 4, lines 30-40) using the print parameter 
prohibited. 

Regarding claim 2: DeHority teaches the controller forcibly cancels the printing 
parameter that is prohibited and changes the parameter to another available printing 
parameter to perform the print job (column 4, line 31). 

Regarding claim 7: DeHority teaches a designator (the program that set the 
printer In different mode) that designates the first operating environment (e.g., the 
printer is at substitute mode, column 3, line 44) and the second operating environment 
(e.g., the printer Is at strict requirement mode, column 3, lines 44-45). 

Regarding claim 8: DeHority teaches wherein the designator designates a time 
period (column 4, line 26). 

Regarding claim 9: DeHority teaches wherein the operating environment 
detector determines environment (e.g., substitute, column 3, lines 40-45 or strict 
requirement/notify me, column 3, lines 40-45) based on environment (how the printer Is 
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set up/programmed to the serve the network, colunnn 3, lines 40-50) of network to which 
the printer is connected. 

Regarding claim 10: DeHority teaches wherein the print parameter prohibiting 
means operates according to a detection detected by a sensor (the device in the 
processor that sense the right signal is called for, column 8, lines 13-15) located in the 
printer (16, fig. 1). 

Regarding claim 1 1 : DeHority teaches wherein the print parameter prohibiting 
means operates by a manual operation (a user/operator sets the printer configuration, 
column 4, lines 20-25; i.e., a user determines what is available in the printer) by a user. 

Regarding claim 12: DeHority teaches wherein the print parameter prohibiting 
means is located in the printer (column 2, lines 50-69). 

Regarding claim 14: DeHority teaches A print job management method of a 
printing system including a printer (16, fig. 1 ) that operates in either a first operating 
environment (e.g., substitute, column 3, lines 40-45) and a second operating 
environment (e.g., strict requirement/notify me, column 3, lines 40-45) that is different 
from the first operating environment, comprising steps of: setting a prohibit printing 
parameter (e.g., a duplex requirement, column 4, lines 5-6, associated with a print job 
cannot be performed by the printer, 46, fig. 2A) associated with a print job; detecting 
whether printer operating environment (detecting strict or best, 72, fig. 2B) is the first 
operating environment or the second operating environment; determining (determining 
mismatch, fig. 2A, fig. 2B) whether a printing parameter to be used in the print job is 
prohibited; and prohibiting processing of the print job (the print job is processed with a 
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substitute parameter, not the prohibited print parameter, column 4, lines 30-40) using 
the print parameter prohibited, when the determining step determines that a printing 
parameter is prohibited (mismatch 62, fig. 2B) and the detecting step detects that the 
environment is the first operating environment (best at 72, fig. 2B). 

Regarding claim 15: DeHority teaches a printing system (fig. 1) including a 
printer, (16, fig. 1 ) comprising: an operating environment setting means (user's 
computer, column 3, lines 40-50, 10, fig. 1) that sets a first operating environment (e.g., 
substitute, column 3, lines 40-45) as the operating environment for the printer, as well 
as a second operating environment (e.g., strict requirement/notify me, column 3, lines 
40-45) that is different from the first operating environment; a print parameter prohibiting 
means (the information in the control program, column 2, lines 65-68, that determines a 
mismatch, column 4, lines 20-25) that prohibits use of a printing parameter (e.g., a 
duplex requirement, column 4, lines 5-6) associated with a print job (column 3, line 23); 
an operating environment detector (the software that determines strict or best, 72, fig. 
2B) that determines whether the printer operating environment is the first operating 
environment or the second operating environment; a parameter determiner (the 
software that determines print job requirement that is mismatched, column 3, lines 29- 
40, fig. 2A, fig. 28) that determines whether or not a printing parameter of a print job Is 
prohibited by the print parameter prohibiting means; and a controller (20, fig. 1) that, 
when the parameter determiner determines that a printing parameter is prohibited 
(mismatch at 62, fig. 28), executes a different print mode (the print job is processed with 
a substitute parameter, not the prohibited print parameter, column 4, lines 30-40) based 
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on the determination by the operating environment detector (determines that best is to 
be used, 72, fig. 2B). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3, 4, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeHority as applied to claim 1 above, and further in view of Tang et al (US 6,160,629). 

Regarding claim 3: DeHority does not teach the controller forcibly deletes the 
print job including the printing parameter prohibited. 

Tang, in the same area of printing, teaches deleting print job (note; a print job 
includes printing parameter) (column 4, lines 50-55). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
the controller forcibly deletes the print job including the printing parameter prohibited. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHority's printing system by the teaching of 
Tang because of the following reasons: (a) it would have prevented the printer from 
running out of memory; and (b) it would have allowed the printer to function properly by 
having enough memories to store other useful print jobs. 
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Regarding claim 4: DeHority does not teach the controller goes on keeping the 
print job including the printing parameter prohibited. 

Tang, in the same area of printing, teaches keeping a print job (note; a print job 
includes printing parameter) (column 4, lines 37-40). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHorit/s printing system to include: 
the controller goes on keeping the print job including the printing parameter prohibited. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHorit/s printing system by the teaching of 
Tang because of the following reasons: (a) it would have allowed the print job to be 
printed in the future, as taught by Tang at column 4, lines 37-40; and (b) it would have 
allowed the print job to be printed when the printer is configured to print the prohibited 
parameters in the future (column 4, lines 20-25, DeHority). 

Regarding claim 5: DeHority teaches where a printing parameter is determined 
by the parameter determiner (the software that determines print job requirement that is 
mismatched, column 3,lines 29-40, fig. 2A, fig. 2B) to be prohibited and the operating 
environment is determined by the operating environment determining means to be the 
second operating environment (e.g., strict requirement/notify me, column 3, lines 40- 
45), the controller notifies a warning message (column 4, lines 25-27). 

DeHority does not teach to display the warning message. 

Tang, in the same area of printing, teaches it is well known to convey a message 
to a person is by displaying (column 5, lines 25-30). 
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Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
display the warning message. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHority's printing system by the teaching of 
Tang because of the following reasons: (a) it would have provided a fast and reliable 
way of sending the warning message to the operator. 

6. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeHority 
as applied to claim 1 above, and further in view of Hower, Jr. et al. (US 5,467,434). 

Regarding claim 13: DeHority does not teach wherein the print parameter 
prohibiting means is a program installed in a computer that transfer the print job to the 
printer. 

Hower, in the same area of print parameter prohibiting, teaches a print parameter 
prohibiting program (37, fig. 2, column 7, lines 25-55) that is installed in a computer (15- 
1 , fig. 2) that transfer the print job to a printer (column 3, lines 35-50). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified DeHority's printing system to include: 
wherein the print parameter prohibiting means is a program installed in a computer that 
transfer the print job to the printer. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified DeHorit/s printing system by the teaching of 
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Hower, Jr. et al. because of the following reasons: (a) it would have reduced the work 
load of the printer processor such that the printer processor would allocate more time to 
process the print job to speed up the printing process; and (b) it would have increase 
the usable life of the printer/processor by reducing the work load of the printer. 



Allowable Subject Matter 

7. Claims 6 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 



Conclusion 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to King Y, Poon whose telephone number is (703) 305- 
0892. 



8/5/04 




